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The America Invents Act:



• Patents

• Trademarks

• Copyrights

• Trade Secrets



A patent is a property right granted to an
inventor by the government to exclude
others from making, using or selling his/her
invention. A patent does not give the
inventor an absolute right to make or use
the invention!
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What Is A Trademark?

A word, logo, phrase, etc., used
by a manufacturer to identify its
goods and distinguish them from
those of competitors. A trademark
serves to identify the source or
origin of goods.
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What Is A Copyright?

A form of protection which
prevents others from copying
original works of authorship.
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What Is A Trade Secret?

Valuable business information that
gives a business a commercial
advantage.



Utility Patent

Protects a new and useful process,
machine, manufacture, or composition
of matter, or any new and useful
improvement. A utility patent can
provide broad protection and may
preclude others from making functional
equivalents of the patentee's invention.
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Design Patent

Protects new, original and ornamental
designs for an article of manufacture.
A design patent only protects the
appearance (as opposed to the
function) of a product.
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Plant Patent

Protects distinct and new varieties of plants,
including cultivated sports, mutants, hybrids
and newly found seedlings other than a tuber
propagated plant or a plant found in an
uncultivated state.

17



18

Why Should Patents be
Obtained?

• Provides competitive advantage
since only patent owner can make
the product covered by the
patent.

• May have value as a sales tool.
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Why Should Patents be
Obtained? (cont.)

• Prevents competitor from making an
outright copy.

• Potential for generating a royalty
income or to obtain a cross-license to
obtain rights in a third party patent.
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Why Should Patents be
Obtained? (cont.)

• Use as a bargaining tool should
patentee find itself charged with
infringement

• May be used to protect patentee’s
parts business.



A. Applies to all U.S. patent

applications filed on or after

November 29, 2000.

B. U.S. applications are now

published 18 months after filing and public
now has access to published applications
while applications are being prosecuted.
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The AIA
▪ Recent changes

• First-inventor-to-file
• Derivation proceedings
• Validity and infringement defenses
• Third-party intervention

• Supplemental examination

• PTO practice, operations, and fees



25
© 2014 Tarolli, Sundheim, Covell & Tummino LLP

The AIA

First-Inventor-to-File (FITF)

It is now a race to the patent office…
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The AIA
▪ Old regime – First-to-Invent

• Conception and diligent reduction to practice
mattered, giving inventor a “priority date” of
conception

• One-year grace period from any public disclosure
• First-to-file had prima facie priority, but:

‒  swearing behind could eliminate certain references

‒  interference proceeding determined first-to-invent facts,

including conception and reduction

• Any application with an effective filing date prior to
3/16/13 falls under first-to-invent system
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The AIA
▪ New regime – First-inventor-to-File

• Two classes of prior art:
‒  patents and published patent applications; and

‒  all other public disclosures , which could include public use
or sales outside US

• Prior art inquiry now keyed to effective filing date
rather than date of invention

‒ first-to-file, not first-to-invent
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The AIA
▪ FITF ‒ grace period

• Provides two exceptions to prior art:
‒  one-year grace period for filing if inventor or

assignee makes public disclosure

‒  a company’s own applications are not prior art

against its later applications

• if applications filed pursuant to joint research

agreement are not prior art against each other

• Similar to current system, but protects only against
inventor’s own disclosures or patent applications
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The AIA
▪ FITF ‒ grace period (con’t.)
• There may be practical difficulties to produce information

sufficient to detail the right to rely on grace period.

• Other FITF Considerations
- Once an inventor discloses invention, that disclosure may be used

as a shield against later disclosures and patent filings provided
that an application is filed on the disclosed invention within the
one year grace period

- The disclosure can be an absolute novelty bar to inventions by
others that are filed later
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The AIA
▪ FITF ‒ Obviousness:

• Now assessed from before the effective filing date of
the claimed invention (instead of time of the
invention)

▪ Open Prior Art Issue: Will “public disclosures”

encompass sales or public use?
 Prudent to assume that private sales and offers-for-

sale will continue to have prior art effect
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The AIA
▪ FITF ‒ Timing 

• All applications filed on or after 3/16/13
• Later-filed continuations or divisionals claiming

priority to earlier applications are governed by
first-to-invent system

‒ CIPs are different!
‒  E.g., all claims of a CIP filed after 3/16/13 fall

under FITF
 To keep application in the old system, do not add

new matter. File separate CIP or new application (if
appropriate) to new matter and any improvements.
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The AIA
Example 1 – assume no derivation

X files
Patent app.

Y publishes
paper

Y Files
Patent app.

• X’s application is prior art against Y’s
application
• Y’s paper is not prior art against either
application

1 week 4 weeks
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The AIA
Example 2 – assume no derivation

X & Y discuss
invention

Y’s paper
publishes

X Files
Patent app.

based on X’s
own prior work

• Who gets priority? NO ONE!
• X’s application is prior art against Y’s application
• Y’s paper is prior art against X’s application
 Y should have filed a provisional before

publication

1 week 1 week

Y Files
Patent app.

5 weeks
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The AIA

Derivation Proceedings
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The AIA
▪ Derivation proceedings in the USPTO

• A later applicant may assert that an earlier applicant derived
the claimed invention and filed without authorization

• Effectively replaces interference proceedings

‒  question now centers on single act of invention rather
than competing acts of invention

• Remedy is cancellation/refusal of derived claims

• Petition must be filed within one year of publication of a
competitor’s application
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The AIA
Example 3 – assume derivation exists

Y’s app.
publishes

Y Files
Patent app.

• X’s patent is prior art against Y
• Even though X derived its work from Y, too late
to file derivation proceeding b/c more than one
year passed since Y’s publication
• Also too late for Y to sue X for derivation b/c
more than one year passed since issue of X’s
patent

366 days 18 Months

X’s patent
issues

13 months

X Files
Patent app.

based on Y’s
work

Y’s patent
Rejected over

X’s patent
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The AIA

Validity and Infringement
Defenses
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The AIA
▪ Best mode

• No longer available as basis for invalidity or
unenforceability of an issued patent

• Obligation to disclose best mode in applications
remains

• Applies to all proceedings filed on or after
enactment
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The AIA
▪ Patent marking

• False patent marking greatly curtailed
‒  response to recent surge in qui tam litigation
‒  marking a product with expired patent number 

that once covered product is not a violation

• Virtual marking permitted
‒  marking may be achieved by posting patent 

information Online
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The AIA
▪ Prior user rights

• Defense to infringement if:

‒  defendant had been commercially using a patented
invention

‒  at least one year before patentee’s effective filing date
or earlier publication (i.e., grace period)

• No longer just for business methods

• “University exception” ‒ eliminates prior user rights when the 
“claimed invention…was, at the time the invention was made,
owned or subject to an obligation of assignment to either an
institution of higher education…or a technology transfer
organization”
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The AIA
▪ Prior user rights (con’t.)

• Regulatory review periods and non-profit
laboratory use count as commercial use

• Defense is personal and can be transferred only
with transfer of entire enterprise or line of
business protected by defense
‒  scope of defense is limited after transfer

• Downstream purchasers of accused product
protected by patent exhaustion
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The AIA

Third Party Intervention
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The AIA
▪ Preissuance submission (inexpensive)

▪ Post-grant review (expensive)

▪ Inter partes review (expensive)

▪ Ex parte reexam (expensive)
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The AIA
Ex Parte
Reexam

Preissuance
Submission

Post Grant
Review

Inter Partes
Review

Who can file? anyone anyone third party only third party only

Basis
patents and printed

publications
patents and printed

publications
any grounds

patents and printed
publications

Threshold
substantial new

question of
patentability

preponderance of
the evidence

(1) more likely than
not or (2) novel or

unsettled legal
question

reasonable
likelihood

Timing any time after grant

earlier of allowance
or later of 6 mo. after

publication or first
claim rejection

within 9 months from
patent grant

later of 9 months
after grant or date of
termination of a Post

Grant Review

Estoppel none none
yes – issues that

were or could have
been raised

yes – issues that
were or could have

been raised

Cost $17,750
first submission ≤ 3 

docs = free; or $180 for
every 10 docs submitted

$35,800 $27,200
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The AIA
▪ Preissuance submission

• Any person may submit patents and printed
publications for review before the earlier of:

‒  date of allowance; or
‒  later of:

‒  six months after the patent application 
publishes, or

‒  first rejection of any claim
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The AIA
▪ Preissuance submission

• Publications that can be submitted include:

‒  patents;
‒  published patent applications; and
‒  other printed publications (e.g., journal articles,

emails, posters, etc.)
‒  that are of potential relevance to the 

examination of the application
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The AIA
▪ Preissuance submission (con’t.)

• Concise description of asserted relevance

‒  a statement of facts explaining how the 
document is of potential relevance to the
examination of the application (e.g., claim chart)

‒  not an invitation to participate in the 
prosecution of the application, and must not
include proposed rejections of the claims or
arguments relating to an Office Action or an
applicant’s reply
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The AIA
▪ Post-grant review

• A third-party may petition the USPTO to institute
post-grant review of a patent

• Petitioner may request cancellation of claims as
unpatentable on virtually any ground (e.g., prior
art, written description, enablement, utility, or
patentable subject matter)

• Petition must be filed within 9 months of patent
grant

• Applies only to patents subject to FITF rules
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The AIA
▪ Inter partes review

• Challenges to validity based on patents or printed
publication only

• Replaces inter partes reexamination

• Not available if petitioner previously filed a lawsuit
challenging the validity of the patent

• Not available if the petition is filed more than 12
months after petitioner is sued for infringement of
the patent
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The AIA

Supplemental Examination
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The AIA
▪ New procedure for patentees

▪ Patentees may request examination to consider,

reconsider, or correct information relevant to
patentability

▪ USPTO must conduct examination within three months

to determine whether substantial new question of
patentability is raised

▪ Newly disclosed information may not be used as a basis

for asserting inequitable conduct
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The AIA
▪ Protection from inequitable conduct claim does

not apply:

• to allegations pleaded with particularity in litigation
before examination request is filed

• if patentee files patent infringement suit before
supplemental examination is concluded

▪ Can be applied retroactively to existing patents
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The AIA

PTO Practice, Operations,
Fees and Funding
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The AIA
▪ Prioritized examination

• The USPTO is to provide “for prioritization of examination of
applications for products, processes, or technologies that are
important to the national economy or national
competitiveness without recovering the aggregate extra cost of
providing such prioritization”

• Additional $4800 fee (50% discount for small entities)

• Goal is to provide a first substantive response from
the USPTO within 12 months of patent application
filing
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The AIA
▪ PTO fees

• Gives permission for the USPTO to set and adjust its
fees

• Effective 9/26/11, there was a 15% surcharge on
almost all fees, including maintenance fees, and
another ~10% on March 19, 2013

• Implements a $400 fee for non-electronic filing
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The AIA
▪ Micro-entity status

• A micro-entity is entitled to a 75% discount of many
USPTO fees

• A micro-entity is generally a person who is employed
by an institution of higher education, or has not been
named on more than 4 prior applications and meets
certain income requirements

• May be able to get micro-entity status if assign or license
to institute of higher education
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Take Aways
What to do now?
▪ Capture inventions in-house as soon as

possible
▪ Timely review invention disclosures and decide
whether or not to file
▪ Quickly approve and file patent applications
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Take Aways
What to do now? (con’t.)

• Implement “absolute novelty” practices (e.g.,
filing provisional before disclosure, mindful of
marketing materials)

• Keep good records (i.e., inventorship, meetings)

• Monitor patents and published applications for
derivation concerns
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